
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Ofiice 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 223 1 3-1450 
www.uspto.gov 



APPLICATION NO, 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/008,748 



I2/06A2001 



Craig A. Paulsen 



406590 



6019 



7590 



04/01/2004 



EXAMINER 



George H. Gerstman 
SEYFARTH SHAW 
55 East Monroe Street 
Chicago, IL 60603 



ENATSKY, AARON L 



ART UNIT 



PAPER NUMBER 



3713 

DATE MAILED: 04/01/2004 



Please find below and/or attached an Office commxinication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



• 

Office Action Summary 


Application No. 

10/008,748 




Applicant(s) 

PAULSEN ETAL 


Examiner 

Aaron L Enatsky 




Art Unit 

3713 







- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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DETAILED ACTION 
Response to Amendment 

Examiner acknowledges receipt of amendment and rule 132 declaration on 01/20/04. The 
arguments set forth in the response are addressed herein below. Rejections based upon this prior 
art are contained herein below. 

Claim Rejections - 35 USC§103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, //the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-2, and 4-58 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 5,605,506 to Hoom et al. (Hoom) and further in view of US Patent No. 6,265,984 to 
Molinaroli (Mol). Hoom teaches a gaming machine (4:48-49), a user input mechanism (4:49-50), 
an external visual indicator providing illumination in multiple colors (5:1-13), the colors are 
illuminated in a controlled fashion as a result of different events (5:1-13) such as jackpots 
(Abstract) and requirements for service (5:8-12), the external visual indicator is a cylindrically 
shaped electronic candle (Fig. 3), the customized illumination pattern is a two-stage candle with 
different light sources (5:41-43). A processor controlling game input and illumination output is 
inherent with gaming machines and is supported through the disclosure of the gaming machine 
maybe any variety of computer (3:60-63). Hoom does not teach using LEDs or illumination 
pattems using the LEDs. Mol teaches the limitations of cylindrical display (3:1-3, Fig, 19) 
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containing a plurality of light emitting diodes to create recognizable text and images to be 
viewable by an individual (15:35-16:67), using multiple multicolor LEDs in the light display to 
provide a more colorful display (4:14-15), the multicolor LEDs can be used to produce many 
different colors (7:46-50), cycling the lights in a controlled manner to produce graphics or 
messages (1 :67-2:4), using a processor for controlling the LED display to provide the ability to 
pulse the LEDs (4:38-39), an 1 10 interface is connected to the processor (4:38-39), and a storage 
system connected to the processor for storing user programmable patterns (4:60-61). Mol does 
not teach the LED display mounted to a gaming machine, but as readily apparent from the design 
that the LED display could be mounted or placed on any surface. Additionally, the LED display 
is versatile for producing images and adapted for a large variety of embodiments (Figs. 1-27), 
One would be motivated to modify Hoom to include the LED display device taught by Mol as 
Hoom includes a similar feature using a mounted illumination display on a game machine to 
provide alerts and game events. Substituting the incandescent lights taught by Hoom's current 
display would add a versatile, inexpensive light display for producing illumination effects (Mol 
1 :47-50) reducing overall costs by eliminating the current expensive incandescent light source 
and replacing it with power saving LEDs. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Hoom to replace the 
current illumination display for an inexpensive LED light display. Further device interoperability 
and user control is supported through the communication interfaces provided by Hoom and Mol. 
Hoom teaches that a communication link and interface is already present to connect to the 
current candle from the gaming machine (Hoom, Fig. 2) and the above discussed existing user 
input panel. Mol provides for any type of well-known computer interfaces (7:65-8:6) to connect 
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to a stand-alone processor^oard configuration so that a user can program new LED illumination 
combinations. This the combination of Hoom in view of Mol provides for a main processor in 
the gaming machine, which would communicate with a secondary processor located in a remote 
board. One would be further motivated to add the user programmable display features taught by 
Mol so that they can customize a display message using the existing user input panel, alerting 
other game participants of different favorable game events rather than the standard illumination 
feature. Mol provides similar motivation through the disclosure of providing messages of 
interest/amusement to passers by (9:44-45). Thus, the customization would add greater user 
satisfaction through increased user game interaction. 

As Hoom in view of Mol uses LED for illumination, it would be obvious to one of 
ordinary skill to include a DC power supply as LED need to powered by DC power. 

In regard to pulse width modulators and board configurations, Hoom in view of Mol 
teaches the claimed limitations as disclosed above, but does not specifically teach a pulse width 
modulator (PWM) to control LED illumination. However, Mol teaches a preferred embodiment 
using a microprocessor to control the LED illumination as discussed earlier (4: 19-20) that has a 
built in oscillator (4:21-22) that drives the LED bursts. One would be motivated to use a PWM as 
it is notoriously well known in the art to use a PWM as an oscillator to regulate a controlled, 
consistent output signal, as required of an oscillator. In regard to processor and board 
configurations, the specific design choice of two separate processor on two separate boards or a 
feature combination of both processors in a single processor is considered well with the 
capability of one of ordinary skill in the art. 

In regard to the ability to produce various colors, Hoorn in view of Mol disclose the 
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ability to produce various different colors, but lacks specific teachings of the exact colors. 
However, the ability to produce various different colors would encompass Applicant's required 
colors. 

In regard to the candles with multiple different stages of LEDs, Hoom provides a candle 
with two stages, with each illumination stage providing a different meaning for different events 
(5:40-6:24). Hoom does not teach additional combinations of a third and fourth stage, but it is 
considered well within the capabilities of one of ordinary skill to duplication elements and their 
existing functions, thus obvious to add additional stages if more visual events alerts are needed, 
or to further provide greater combination of player definable illumination. 

In regard to the various embodiments for displaying the illumination, Mol teaches an 
embodiment using a light reflector to focus the LED display (20:4-5). While Hoom in view of 
Mol does not teach the specific embodiments of a conical parabolic reflector, translucent rods, 
and translucent discs for distributing the illumination, but lacking criticality the illumination 
displays can be formed in a variety of displays as can been seen from Mol (Fig. 1-27). The 
different embodiments are commensurate with providing different levels of light diffusion for 
different situations. The various embodiments are considered well within the capabilities of one 
of ordinary skill to produce depending on the level of luminance needed. 

In regard to bonus rounds as special event, Examiner has considered the bonus rounds 
events as equivalent to the above-mentioned jackpots. Applicant has listed a plurality of different 
special events providing evidence of equivalence with respect to the purpose served by the 
different special event. The particulars of the different features shed no distinguishing 
importance beyond triggering the visual indicator. 
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Response to Arguments 

Applicant's arguments and declaration filed 07/16/03 have been fiilly considered but they 
are not persuasive. 

Applicant's Rule 132 Declaration has been given proper consideration, but is not 
considered persuasive. Examiner has considered the declaration a collection of opinions, lacking 
any factual evidence, such as experimental evidence. Furthermore, prior art of record teaches 
stationary LED display devices, LED ease of replacement, reasons for using LED in place of 
incandescent bulbs, and programmable control over LED displays. 

Claim 1: 

For consideration against the rejection of claim 1 as obvious over Hoom in view of Mol, 
applicant submits that prior art does not teach each and every feature claimed. In response to 
applicant's arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of references. 
Set In re Keller, 642¥ 2d 413, 20S USPQ 871 (CCPAl9Sl)Jn re Merck & Co., 800F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). 

In response to applicant's argument that Mol is nonanalogous art, it has been held that a 
prior art reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned, in order 
to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 
F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, Mol pertains to the art of visual 
indication using LED's which is analogous to Applicant's computer controlled signage. 
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Applicant argues that there is no suggestion to combine the teaching of Mol with Hoom, 
or vice versa. Examiner believes clear motivation was provided in the above rejection in relation 
to illumination displays and common engineering design considerations. As Applicant 
questioned the validity of these motivations in an interview 8/1 1/2003, Examiner has 
additionally provided a plethora of prior art references in the Citation of Pertinent Prior Art that 
show common engineering design considerations in the sign arts, which are directly related to 
Applicant's instant invention. This also shows that Examiner's reasons to combine were not 
hindsight reconstruction of the prior art. 

In response to applicant's argument that Applicant's purpose to using LED's is different 
from Examiner's motivation to combine, the fact that applicant has recognized another 
advantage which would flow naturally from following the suggestion of the prior art cannot be 
the basis for patentability when the differences would otherwise be obvious. See Ex parte 
Obiaya, 121 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

Claim 18: 

Applicant asserts that Hoom does not teach a processor automatically triggering the 
external visual indicator. Examiner contends that it was well known in the art to have the 
processor control triggering of visual indicators, such as indicated by Hoom (1 : 64-2: 5). 
Examiner also submits that if Applicant wishes to continue to argue novelty with respect to the 
automatic control of visual indicator by a processor, Applicant should tell Examiner how visual 
indicators are normally operated in game machines. 

Claim 40: 
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Applicant argues automatic control over the visual indicator, and using multiple different 
colors. Examiner previously discussed the argument of automatic triggering of visual indicators 
in the response to claim 18. In regard to multiple different colors in the candle, Examiner 
discussed the obviousness of this feature in the above rejection, v^herein the ability to produce 
different colors in a single stage does not add a non-obvious distinction over a singe color. That 
distinction is akin to duplication of parts. Moreover, Hoom in view of Mol teaches that various 
colors can be utilized in the invention. 



New claims 47-58 have been address in the above rejection. ^Eksnuaii^sai^sarii^ 

Examiner does not see a distinguishable difference between earlier submitted claims and newly 
added claims. The issues remain the same. 



Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 



Claim 47: 




Conclusion 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron L Enatsky whose telephone number is 703-305-3525. The 
examiner can normally be reached on 8-6 M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Teresa Walberg can be reached on 703-308-1327. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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